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La séance est ouverte à 9h40 sous la présidence de M. Allan Philip (Danemark).





The Chair gave the floor to an expert from China to introduce Working Document No 58.





Working Document No 58





An expert from China started by saying that the delegation from China respected the traditions of the Hague Conference and did not wish to add reservations. Their proposal (Work. Doc. No 58) therefore regarded Article 25 on declarations and not Article 24 on reservations. Furthermore, the Expert agreed with the tradition of the Hague Conference not to put such article in the final clauses, but he was not sure that the tradition could not be changed. He pointed out that Working Documents No 36 and 48 had the same kind of proposals and he had felt that it was fair to raise the proposal by the delegation of China at that time.





He reminded participants of the spirit of flexibility and compromise. China had domestic laws on exclusive jurisdiction and it would not be easy to change them, especially on these very important issues. He did not want the Convention to be negotiated to be forgotten and never ratified. He understood that the proposals by the delegations of the United States of America and the European Community purported to limit the scope of the exceptions. However, he found the system of declarations (option 1 of the proposal) a good compromise. He did not want to argue that this matter should be in Article 1. He did not think that option 2 of the proposal by the delegation of China posed a danger. As the experts knew, most joint venture agreements contained arbitration clauses. He did not want to change the status quo. Natural resources matters were special for some countries, especially developing countries.





He referred to a comment the previous day by the Expert from Switzerland of only some countries ratifying the Convention. He did not think that that was a good mindset when drafting. He reminded the experts that the delegation of the European Community also wanted special rights protected. He did not think that the proposal by the delegation of China was unacceptable and invited the experts to study it carefully and let him know their comments.





An expert from the United States of America thanked the Expert from China for the clear and careful explanation. He stated that many countries, maybe even all there present, had areas in their laws where for legal, statutory, policy or even contract law reasons, there was a refusal to enforce contracts. Over the years the experts had tried to divide these into different aspects. The proposal by the delegation of Switzerland was not a new one, but had been made before. “Legality”, for example, meant that a legal system (sub-unitary, national or supra-national) might have specific rules in the form of legislation that had the effect that choice of court agreements were not valid under certain circumstances or to the protection of certain parties. For that reason Articles 4 and 7 had to allow for national rules of contract law to be applied. He pointed out that the New York Convention flourished by leaving these matters to the law of the court seized. The delegation of the United States of America had always believed, and still believed, that the present Convention would flourish if the validity issue were left to the court seized. There were different sensitive fields in different countries: franchise agreements in a few states of the United States of America, agency in the European Community. He thought that it would be difficult to identify all the areas for the present and the future, as would be the case regarding electronic contract concerns, where the balance of legislation and court decisions might change in the future. The Convention should not change the natural evolution of the law.





He stated that the delegation of the United States of America had always been in favour of a strict Article 5. He added that the general exclusion of Article 5 c) might be artificial.





The Expert referred to the position of the delegation of Canada that would not ratify the Convention if asbestos cases were not taken out of the scope. His point was that provisions such as Article 16 could have effects wider than intended by the drafters. He did not think that there was a need for Article 16. He thought that the problems of the European Community, Canada, China and the United States of America could all be dealt with by national courts in a natural way. If this were not done, the meeting would continue to see more exceptions to enforcement and limits to damages, which would undermine the usefulness of the Convention. His proposal was not to accept the proposed Articles 25 or 16 and to go back to the issue of validity and allow flexibility to the national courts as the New York Convention did in an effective way.





Un expert de la France remercie la délégation de la Chine pour les questions qu’elle soulève (Doc. trav. No 58). Il remarque que la délégation de la Chine fait valoir ses arguments de façon tout à fait pertinente. Il ne souhaite pas revenir sur la question des réserves mais sur chacune des options présentées. En ce qui concerne la première option suggérée, il relève l’expression « matters which are exclusively governed in its internal law » qu’il comprend comme visant les matières soumises à une réglementation impérative ou exclusive. Il se demande alors quels types de réglementation sont visés ici et si cela ne recouvre pas finalement toutes les lois. Il observe que s’il s’agit de viser les règles de juridiction ou de compétence exclusive, alors tous les Etats disposent de ce type de réglementation. Ainsi en est-il de la France et des règles énoncées aux articles 14 et 15 du Code civil, que la Cour de Cassation considère comme exclusives sauf en cas de clauses attributives insérées dans les contrats. Aussi estime-t-il que l’article 25 (Doc. trav. No 58) a pour effet d’ouvrir la boîte de pandore.





Concernant la seconde option, il ne comprend pas la volonté d’exclure les contrats de joint-venture. Il souligne en effet que dans certaines lois relatives à l’accueil des investissements étrangers figurent des clauses attributives de compétence pour l’Etat d’accueil. Or, très souvent, les contrats eux-mêmes contiennent une clause contractuelle désignant les tribunaux de l’Etat d’accueil. Il demande pourquoi ne pas permettre d’étendre les avantages offerts par la présente Convention à de telles clauses. Il estime qu’il est important d’envisager la présente Convention sous un angle pratique.





Un représentant de la Communauté européenne (Commission) répond que l’on ouvre effectivement plusieurs boîtes de pandore et qu’il ne sait pas à quel moment il sera possible de les refermer. Il se demande s’il ne faudrait pas être un peu moins ambitieux et se limiter à identifier les problèmes existants. Il pense que les interventions des délégations de la Chine, des Etats-Unis d’Amérique et de la France démontrent que les discussions se trouvent désormais au cœur d’un problème d’équilibre fondamental entre, d’une part, le souci de libéralisation des échanges reposant sur une sécurité accrue au travers des clauses d’élection de for et, d’autre part, les intérêts parallèles de certains Etats à protéger des domaines au fur et à mesure identifiés. Il observe qu’un jour c’est l’amiante qui est en cause, puis les joint-ventures et cette liste s’élargira certainement encore. Cependant, comme la délégation de la Chine, il pense que cette convention pourrait être envisagée comme un processus à terme. Il reconnaît que des déclarations ou réserves devront être admises même s’il est préférable de les éviter dans la mesure du possible si l’on souhaite une convention la plus claire et la plus sûre possible. Il conviendra aussi de choisir entre le système de déclarations ou de réserves.





Selon lui, deux points de vue différents peuvent être adoptés : soit l’établissement d’une convention très restrictive quant aux pouvoirs conférés aux Etats parties, et qui ne permettrait pas à beaucoup d’Etats d’adhérer, soit une convention plus ouverte laissant quelque souplesse aux Etats et s’assurant ainsi une plus large adhésion. Il pense que les participants se trouvent ainsi confrontés à une grande question politique et qu’il serait peut-être trop ambitieux de vouloir constituer une convention très large, restrictive des pouvoirs laissés aux Etats. Peut-être faut-il une convention plus souple et plus englobante permettant au plus grand nombre d’Etats d’y adhérer. Il convient de ne pas ignorer ces problèmes et de demeurer attentifs aux difficultés soulevées.





Il observe que le fait de laisser ouverte la Convention comme il est proposé à l’article 25 (Doc. trav. No 58) peut faire peur. Il en déduit que la proposition d’article 16 est peut-être préférable. Il indique que la position de la Communauté européenne est clairement en faveur d’une limitation aussi large que possible des réserves et déclarations. Néanmoins, il reconnaît qu’il n’est pas possible d’ignorer les problèmes des uns et des autres. Il répète qu’il s’agit d’une question politique visant à déterminer si les Etats souhaitent une convention qui soit la plus largement ratifiée plutôt qu’une convention à caractère académique.





Il remarque que la délégation des Etats-Unis d’Amérique vient d’ouvrir une autre boîte de pandore puisqu’elle propose de revenir en arrière en reconsidérant l’équilibre créé entre les articles 4 et 5, et le pouvoir du tribunal saisi de ne pas respecter la clause. Il estime que cette proposition n’est pas moins dangereuse que celle de l’article 25 car elle pourrait également permettre à tout tribunal saisi de s’octroyer la possibilité de ne pas reconnaître la décision ou l’efficacité de la clause.





Il conclut en répétant qu’il s’agit d’un problème d’équilibre, fondamental et compliqué. Il suggère d’ouvrir les boîtes de pandore afin d’identifier leur contenu.





The Chair reminded the experts, as had been mentioned by an expert from the United States of America, that Article 5 already contained some reservations. He thought that it might be worthwhile to make reference to the New York Convention, which limited the duty to recognise an arbitration agreement in its Article II if the matter was not capable of settlement by arbitration. It was not easy to draw a line around the idea of “arbitrability”, but that was similar to the topic of the current discussion. He advised the participants to return to Article 5 c) and see whether there was not a solution by means of a parallel to “arbitrability”. 





An expert of the United Kingdom stated that the matter under discussion was one of the most important ones yet discussed and that it went to the heart of what he had thought had been agreed at the December meeting of the Special Commission. He found the intervention by the Expert from the United States of America the most worrying. He hoped that that Expert did not seriously mean to reopen the discussion on Article 5. He had thought of what the Chair had said, but he did not see a parallel to “arbitrability”. He thought that the matters that had been raised as concerns by the delegations of Canada (asbestos), China (joint ventures), the European Community (agency) and the United States of America (franchise agreements) could be dealt with under Article 5 c) and the parallel in Article 7: these were issues of public policy. If States felt strong about a matter, it would be part of their public policy. No specific clause was needed. 





A declaration could be acceptable if it were narrowly formulated. If it were broadly formulated, it would be worse than public policy. He was not in favour of States publicly flagging their public policy issues, but if they wanted to do so, it must be done as narrowly as possible. Otherwise the fragility of the Convention would become apparent and it would look as though those States were not committed to the Convention. 





After much effort consensus had been reached on the key point (Article 5) of the Convention. He hoped that there was a commitment to what had been achieved, rather than searching a better solution now. In conclusion he urged all States to think of whether they really needed these specifications or whether public policy would be sufficient to deal with the matters.





The Chair wondered whether he had understood the Expert from the United Kingdom correctly that, if absolutely necessary, he preferred Option 2 to Option 1 of Working Document No 58.





The Expert from the United Kingdom responded that the Chair had understood his intervention correctly.





Un expert de la Suisse approuve en grande majorité les interventions précédentes bien qu’il soit plus nuancé quant aux propos de l’Expert du Royaume-Uni. Il souhaite exprimer sa sympathie pour la proposition de la délégation de la Chine qui démontre selon lui que l’article 5 n’est pas suffisant. Cependant, il convient qu’un système de déclaration ou de réserve n’est pas satisfaisant tout en faisant remarquer que le système de déclaration éviterait le jeu de la réciprocité. 





Il estime que l’article 16 a) tel qu’il est actuellement rédigé  dans le Document de travail No 58 est quelque peu ridicule et ouvrait déjà la boîte de pandore. Il serait effectivement possible d’établir une liste complète mais si cette liste ne peut être ultérieurement modifiée par les Etats pour tenir compte des évolutions futures, cela aurait un effet négatif sur la Convention. Il pense qu’il est toujours utile de conserver ces éléments en tête mais que le problème devrait être résolu par le biais d’une formulation générale visant à satisfaire les intérêts des différents Etats dans le cadre de l’article 5 c).





Il revient sur la référence faite par le Président de la Commission spéciale à la Convention de New-York sur l’arbitrage. Celle-ci repose sur la notion d’ « arbitrabilité » ou de « matières accessibles à l’arbitrage » sans la définir. Il estime que ce procédé est sage puisque la question relève ainsi de la politique législative de chaque Etat. En pratique, cela autorise le développement des Etats et la levée progressive de leurs réticences. La preuve en est qu’il semblerait qu’en Chine l’arbitrage soit désormais admis en matière de joint-venture. Il est possible que, plus tard, une telle évolution soit aussi constatée en matière de clauses d’élection de for.





Il estime que cette question doit relever du droit national, y compris le droit du tribunal saisi non élu. Il convient de régler ces difficultés dans le cadre de l’article 5 c). Il note en outre que contrairement à ce qu’a dit l’Expert du Royaume-Uni, le champ de l’article 5 c) est plus étroit que l’article 7. Comme l’a évoqué l’Expert de la France, il est possible de s’interroger sur le caractère approprié de la notion d’ordre public. Il pense que l’ensemble du débat repose effectivement sur l’article 5 c). Tel qu’il est rédigé actuellement, refuser un système de réserves ou de déclarations risquerait d’empêcher la ratification de la Convention par un certain nombre d’Etats.





An expert from Canada stated that Canada was not a country that enjoyed airing its difficulties in public. However, as she had said at the December meeting of the Special Commission, they had no choice. The notion of public policy was a very limited notion under Canadian law. It would not be available in these cases. She stated that a gaping hole in a small Convention could undermine the Convention completely. She thought that the method of developing a list did the least damage. If an exception were formulated in a precise and limited way, the damage would be minimised. There was still a huge area where the Convention would apply, even if certain areas were carved out. She had no objection to the second option, but thought that the drafting could be improved.





An expert from the United States of America thanked the other delegations for their responses to his intervention. He thought that the Representative of the European Community (Commission) defined the discussion correctly when he spoke about getting the balance right.





In response to the Expert from the United Kingdom, he stated that the compromises of December were not a Final Act and that the compromise had already been chipped away.





The Expert from Switzerland had pointed out that different aspects, such as damages, subject matter exclusions, intellectual property had all been affecting the balance. The Experts from Switzerland and Canada had indicated that public policy did not solve the problem. Canada could not deal with the asbestos issue under public policy.





He stated that the experts needed to look again at Articles 5 and 7. They needed to make the Convention work for everybody. It was like the New York Convention on arbitration, as the Chair had pointed out. They needed to allow for the evolution and have confidence in the courts and other parties in order for the Convention to work, as the Expert from Switzerland had said.





The Chair had a feeling that they should not try to reach agreement on that issue that morning. More discussion was needed. At some point the experts would have to find something to put into the Convention. The discussion could not continue beyond the Diplomatic Session. They should discuss the matter and try to find an answer. He had the impression that there was a preference for Option 2 for the proposal by the delegation of China (Work. Doc. No 58), but that there was also some preference for something along the lines of Option 1. He suggested hearing the remaining speakers and then stopping the discussion for the time being.





An expert from China thanked the previous speakers for the frank, friendly and serious discussions. The experts from Switzerland and Canada had a good argument on public policy. In China there was no case where public policy arguments had been accepted by the courts. The courts had always overruled these arguments and it could not be used against a choice of court clause. Maybe that would change one day, but he was explaining the present situation. He stated that certainty was important and that would save the money and time of litigators. If parties had the choice between arbitration and litigation, they would take this into consideration.





An expert from Germany stated that some of his colleagues at home would be happy with the Article 25 proposed in Working Document No 58. However, he had to speak for the entire Government. Therefore he was not in favour of the provision and thought that laws should be harmonised. That provision would have the contrary effect. He was not happy with option 2 and was puzzled by what he had heard on public policy being so restrictive that these cases could not fall under it. It was good if public policy was interpreted narrowly, but it did make sense to have it. If the notion of public policy existed and was not applied in these special cases, the cases did not pose such a fundamental problem and then it was not necessary to include a list such as that of Article 16 or declarations and reservations. He stated that not all in Germany were happy with the compromises of the December 2003 meeting of the Special Commission. The experts should be prudent to open the box again. If it were opened, he would also have other elements to add, but he was trying to avoid that road.





The Chair stated that he had mentioned two alternatives earlier, but of course there was also a third, namely leaving the text unchanged.





A representative of the International Bar Association (IBA) was concerned about the provision. It should not be taken up in the Convention. He did not approve the phrase “natural resource related matters” in Article 16 of the proposal by the delegation of China (Work. Doc. No 58). It was important to create certainty in international commerce. He took the example of insurance contracts. In the United States of America choice of court agreements were mandatory in contracts between insurers and re-insurers. Insurance often covered natural disasters that were related to natural resources (e.g. flood and water, hurricanes and wind, fire and lightning, earthquakes and soil). The word “related” is a broad term that lawyers love to use and hate to defend. The provision was too broad and it was cutting out the security the Convention was supposed to provide. The experts should try to avoid putting that provision into the Convention.





The Chair stated that the discussion would continue on the topic of intellectual property after the break. He advised the experts to look at Working Documents No 54 (by the delegation of Switzerland), No 59 (by the delegation of the European Community), No 62 (by the delegation of the Russian Federation), No 63 (by the delegation of the United States of America), No 64 (by the delegation of Australia), No 68 (by the delegation of China) and No 73 (by the delegation of the European Community).





Intellectual Property: Articles 1(3)(k) and (l)





The Chair asked every delegation which had made a proposal to briefly introduce it and gave the floor to an expert from Switzerland. 





Un expert de la Suisse introduit le Document de travail No 54  concernant l’article 7 bis soumis par sa délégation. Cette proposition avait été rédigée suite au rapport du groupe informel de Washington et visait à améliorer la phrase « …the ruling on that question shall not be recognised and enforced under this Convention ». Il propose de remplacer cela par « this Convention does not require recognition and enforcement of the ruling on such question » car cela permet de préciser que la Convention n’impose, ni n’empêche, la reconnaissance d’une décision prise à titre incident. L’objectif est de laisser cette question aux droits nationaux.





The Chair observed that that was a drafting point that could be referred to the Drafting Committee if the provision survived.





An expert from Canada noted that that was more than a drafting point. The proposal made by the delegation of Switzerland contained a discretion, while the text of the Informal Meeting in Washington (Tab 6) prevented recognition and enforcement. The issue of the incidental question worried her and she thought that a real prohibition would be better. 





An expert from the United States of America agreed with the Expert from Switzerland. The purpose of Article 7 bis was to state that the Convention did not require recognition and enforcement. He did not think that the Convention should prohibit recognition and enforcement: that would be going too far. He had one drafting point, suggesting the inclusion of the word “separate” before “recognition”. This was clearly a drafting issue.





An expert from Austria stated that the matter under discussion was really a drafting issue. Article 7 bis of the text of the Informal Meeting in Washington (Tab 6) used the words “under this Convention”, indicating that any State was free to recognise or enforce a judgment under its national law. With the proposed Article 7 bis(2), the matter would be perfectly clear. It was a matter of drafting and there was no difference in policy. 





The Chair had understood the Expert from Canada as saying that they wanted a requirement implemented. That could be said on the basis of the text of the Informal Meeting in Washington (Tab 6).





An expert from New Zealand stated that most of what he was going to say had been said by the Expert from Austria. Nothing in the Convention prohibited recognition under national law. It would be odd to include such a provision on the issue under discussion. It would be a curious stance while the basic policy was that there was no prohibition. He thought that this was important.





A representative of the International Trademark Association (INTA) agreed with the Expert from Austria. Article 7 bis(1) in Working Document No 59 expressed what she believed to be the consensus. She thought that the proposal by the delegation of Switzerland (Work. Doc. No 54) was contrary to the consensus. She preferred Working Document No 59.





The Chair asked her whether she was against the proposal in Working Document No 54.





The Representative of the International Trademark Association (INTA) responded that she was.





A representative of the European Community (Commission) agreed that the proposal in Working Document No 54 was not a good one. It gave the impression that the question was in the scope of the Convention while it was not. He thought that the text of the Informal Meeting in Washington (Tab 6) was good enough.





The Chair still thought that that was a drafting point.





An expert from Australia had sympathies for the concerns raised by Canada, for example regarding patents. Australia would not want a foreign court to rule on its patents. It seemed to them that the concern went back to the jurisdiction in the first place.





The Chair asked her whether they wanted the prohibition in that area while there was no prohibition at that stage.





The Expert from Australia stated that it should be and that the problem should be solved in the jurisdiction chapter.





Un expert de la Suisse accepte de qualifier la question soulevée de problème rédactionnel. Il souhaite que le texte du document de travail No 59 soit modifié dans l’esprit de ce qu’a indiqué le Représentant de la Communauté européenne (Commission). Il insiste en effet sur l’ambiguïté soulevée par les termes anglais « shall not » tels qu’utilisés dans le texte du groupe informel de Washington et qui peuvent être interprétés comme imposant une interdiction de reconnaître la décision. Si tous les participants sont d’accord sur ce qui vient d’être dit, il estime que le débat peut être clos.





The Chair asked whether he could take it that the meeting understood the provision in such a way that it did not prohibit recognition outside the Convention where there had been a decision on an incidental question. A State was not bound under the Convention to recognise the judgment, but recognition was not prohibited. He noted that Australia perhaps did not share that view, but the other experts did. Therefore it was a drafting matter.





He then asked the Representative of the European Community (Commission) to introduce its proposal (Work. Doc. No 59).





A representative of the European Community (Commission) stated that the delegation of the European Community had tried to take the different concerns into account. He reminded the experts of the European Community patent that would soon exist and for which the Court of Justice of the European Communities would have exclusive jurisdiction regarding matters of validity and infringement. As had been explained by the delegation of Australia in Working Document No 64, it was not suitable to have the actions regarding validity and infringement heard in different courts. The delegation had tried to simplify the provision. The proposal purported to exclude everything else and to include licensing agreements explicitly.





Regarding Article 7 bis(2) the delegation had attempted to work on the basis of the text of the Informal Meeting in Washington. The Representative stated that if the court dealing with the incidental question considered the patent valid, and the court that had erga omnes jurisdiction considered it invalid, there would be a problem. The opposite situation was also problematic: where the court dealing with the incidental question considered the patent invalid, while the court with erga omnes jurisdiction considered it valid, the plaintiff could possibly have an order for costs. Recognition of that judgment would give rise to difficulties. Therefore the provision was considered important and had been broadened after reflection. 





A big effort had been made to find the correct balance in Article 7 bis(3). Another concern that the delegation had, was to create the possibility of avoiding enforcement in the case that there would be an incompatible judgment by a court with erga omnes jurisdiction. In the case of parallel proceedings, there should be a possibility (no obligation) to suspend recognition of the judgment on the incidental question. This might only be done upon request by the parties. The words between brackets, “[and that the court considers that there is a risk that the enforcement of the judgment would be inconsistent with the future decision]” had seemed to the delegation as already implicit in the provision, but they were prepared to spell it out. The Representative thought that the inclusion of these four conditions (possibility but no obligation; upon request by the parties; if the two cases were pending; and if there were a risk of inconsistent judgments) took all concerns into account.





The Chair stated that the different subjects had to be distinguished. The meeting was at that moment discussing Articles 1(3)(k) and (l) and nothing else.





An expert from Australia indicated to the Chair that it might help if she discussed the proposal made by the delegation of Australia (Work. Doc. No 64) then as it was similar to the proposal made by the delegation of the European Community. 





The Chair stated that the proposals should first be introduced one by one without discussion. He stated that the delegations of the Russian Federation (Work. Doc. No 62), the United States of America (Work. Doc. No 63) and Australia (Work. Doc. No 64) should now introduce their proposals. 





An expert from the Russian Federation asked permission to discuss the chapeau of the proposed provision at the same time.





The Chair responded that the chapeau might be treated at the same time.





The Expert from the Russian Federation stated that the chapeau as it was, would be almost impossible to take on board according to Russian procedural law. The proposed chapeau would allow them to keep the idea in the current text while permitting the Russian Federation to be in the Convention. The notion “incidental question” could not be distinguished in the courts of the Russian Federation. The proposed chapeau did not intend to change the meaning, but to make the provision adaptable to the procedural laws of all States. He indicated that he was not able to attend the Informal Meeting that had been held in Washington and that the delegation of the United States of America was maintaining a strict position. He stated that intellectual property should be excluded generally. He suggested to delete l) and keep only k). Copyright did not have to be registered in the Russian Federation, and it would therefore not be covered by the exclusion.





The Chair wondered why the Expert from the Russian Federation wanted to exclude such a wide range of intellectual property litigation generally.





An expert from the United States of America introduced the corrected version of the proposal of the delegation of the United States of America (Work. Doc. No 63). The first drafting point was the one that had been discussed by the Expert from the United Kingdom the previous day: the word “object” had been changed to “subject”, since this was a better translation of the French “à titre principal”. The words “to the extent” had been added for the determination of the effect of the incidental question on the judgment as a whole.





The delegation preferred to have only a closed list of excluded rights. The Expert stated that all the States represented in the room were party to the Berne Convention for the Protection of Literary and Artistic Works (1886), as was almost every country in the world. That Convention prohibited Contracting States from requiring registration for copyright for the protection of these rights.





The rights mentioned in the proposal had been changed from the plural to the singular, to clarify that what was at issue were specific rights, and not the entire system of protection.





They had attempted to be as exclusive as possible, recognising that different countries might have different ways to determine the rights. They have generally used the international terms to indicate internationally accepted rights. 





She indicated that infringement should not be excluded, although that matter would be discussed later.





An expert from Australia introduced the proposal made by the delegation of Australia (Work. Doc. No 64). She was concerned that validity and infringement should not be considered elsewhere than at the place where the rights had been granted. She stated that although the problems related to an invalidity defence were limited, they could still arise in the small Convention. She used the example of licensing agreements. According to her it was important to make it clear that infringement was excluded as well as validity. She would be happy to accept the proposal made by the delegation of the European Community (Work. Doc. No 59), with the small change that the word “object” should be replaced by “subject”, which should not be an issue.





The purpose of the proposed Article 1(4) was to make it clear that whenever the validity or infringement of intellectual property rights arose as incidental questions, the proceedings would be excluded from the scope of the Convention. She understood that, depending on the construction of the pleadings invalidity could be a counter-claim, or a defence. She hoped that it would be made clear in the Report that a counter-claim was not an incidental question.





She informed the meeting that, regarding the discussions of the first day concerning copyright, Working Document No 71 contained the result of the deliberations by the delegation of Australia.





The Chair stated that that Working Document dealt with public policy and he failed to see how that could have anything to do with copyright.





The Expert from Australia replied that that was a different issue to which they would return at a later stage.





An expert from China introduced the proposal made by the delegation of China (Working Document No 68), which was structured similarly to that of the United States of America. She stated that Article 1(3)(l) should be deleted. To achieve certainty, there should only be a closed list. In Article 1(3)(k) the delegation had inserted the word “registered” before “industrial designs” since these rights could be protected differently and they wanted to refer to the registered rights only. She observed that the World Trade Organisation (WTO) and TRIPS included geographical indications, undisclosed information and plant varieties rights. Utility models were closely related to patents. There was a need for certainty. The proposal also included traditional knowledge and folklore, on which there was discussion by the WTO and WIPO to create international norms at that time. She stated that not all intellectual property rights had been listed in Article 1(3)(k), but only registered rights or those that had a strong and special link to the State, so that the courts of that State would be in a better position to adjudicate them. She hoped that the proposal had the right balance between certainty and the interests of States.





The Chair informed the meeting that they had come to the end of the presentations of the proposals and that the experts could enter into discussion. He had noticed that the principal problem was the question of whether to have an open or a closed list and suggested to the experts to concentrate on that problem first.





A representative of the International Bar Association (IBA) thought that the bigger issue was whether infringement should be excluded along with validity. There was no question that these two questions often arose in the same cases. He stated that five years ago he had no idea of what an incidental question was, but that the First Secretary (Ms Schulz) had explained it to him, for which he thanked her. He had noticed that the Expert from the Russian Federation did not know what an incidental question was either. He stated that that was something that was difficult to define, but that you knew it when you saw it. He explained that those were issues that were used as defences or that were important for the judgment even though they might not be necessary for the judgment. He stated that lawyers often raised the validity of the rights, which was the type of thing that gave lawyers a bad name. They often did this to avoid malpractice actions. However, the negotiations of the Convention could not be based on malpractices of lawyers. He stated that infringement was often litigated and that it should not be excluded from the scope of the Convention. He stated that intellectual property was what was driving the world; therefore recognition and enforcement of these decisions should fall under the Convention. He stated that if the decision based on the choice of court agreement had found as an incidental matter that the intellectual property right was invalid, there would be no judgment to take to another court for enforcement. The only issue would be issue estoppel or res iudicata. Those judgments would not be exported. The concern for outlandish damage awards had been dealt with under Article 10. If that provision stood, there would be no concern about that matter. There was no rationale to exclude infringement, while he could see that validity posed sovereignty problems. There should be a closed list. He was of the opinion that trademarks had to be included under the Convention.





The Representative thought that Working Document No 63 (corrected) was good. Replying to the proposal by the delegation of China, he stated that integrated circuits and industrial designs could maybe be registered, if that possibility existed. The courts should be able to deal with those rights as long as the possibility did not exist.





A representative of the International Trademark Association (INTA) was pleased and appreciative of the efforts, particularly of that of the delegation of the European Community. The issues that she would raise were primarily of a drafting nature. On the substance she agreed with the proposal made by the delegation of the European Community. She stated that copyright and related rights, if in the context of the contract, should fall in the scope of the Convention. She thought that that was the intention, but the language did not clearly state that.





An expert from Japan stated that intellectual property should be excluded from the Convention, especially validity and infringement, since infringement posed the same problems as validity and these problems arose at the same time. The same court decision needed to deal with these matters. He stated that they were fully satisfied by the proposal of the delegation of the European Community in Working Document No 59.





Un expert de la France reprend l’image utilisée précédemment et souligne que, contrairement à un éléphant qui reste toute sa vie éléphant, la nature de la question incidente peut changer. C’est pourquoi il approuve les propos retenus dans les Notes explicatives présentées par la délégation de l’Australie (Doc. trav. No 64). Il constate en effet que la problématique de la question incidente se posera, que l’action se porte au principal sur une action en contrefaçon ou sur un contrat de licence. Il lui semble qu’il serait utile d’insérer dans le Rapport explicatif une précision semblable à celle suggérée par la délégation australienne afin d’éviter que la moindre question incidente puisse servir de base à une demande reconventionnelle qui serait alors, selon lui, exclue du champ d’application de la Convention.





A representative of the International Federation of the Phonographic Industry (IFPA) welcomed the distinction of copyright and related rights from other intellectual property rights. She was worried by the proposals of the delegations of Russian Federation (Work. Doc. No 62), the European Community (Work. Doc. No 59) and Australia (Work. Doc. No 64). She agreed with the proposals made by the delegations of the United States of America (Work. Doc. No 63) and China (Work. Doc. No 68). She was of the opinion that the problems of validity and infringement had been beautifully explained by the Representative of the International Bar Association (IBA). She added that research by the International Chamber of Commerce (ICC) had shown that the majority of B2B contracts included intellectual property rights. This was a big area of the law that should not be chipped away.





She was not in favour of the proposal by the delegation of the European Community that made exclusion of intellectual property the rule rather than the exception. She thought that the conservative approaches of the delegations of the United States of America and China, as well as the text of the Informal Meeting in Washington were better.





A representative of the European Community (Commission) indicated that there had been misunderstandings. He was grateful of the efforts made by the delegations of the United States of America and China to include the new rights into the list of exclusions from scope. However, he felt that it was impossible to foresee all possible future rights. A closed list was unacceptable for the delegation of the European Community. One could not perceive all new technologies. On the other hand, certain delegations had asked for a complete exclusion of all intellectual property rights from the scope of the Convention, such as the delegations of the Russian Federation (Work. Doc. No 62) and Australia (Work. Doc. No 64). The proposal of the delegation of the European Community was midway: it suggested an open list, while keeping the treatment of some fundamental questions by way of incidental question. He stated that the notion of an “incidental question” should maybe be explained in three pages in the Report, or maybe a definition should even be included in the Convention. It was a point that a court had to decide on in order to decide on the main action. It should be kept in the Convention. He made the observation that there could not be infringement proceedings under the Convention without a relation between the parties. He then went on to give examples of contractual provisions. One could state that royalties would be payable even if the patent were invalid. Validity would then not be an incidental question necessary for the decision; there would be no incidental question in that example. Parties could contract in a contrary fashion, stating that a valid patent is a condition for the contract. The proposal by the delegation of the European Community attempted to give an answer to these questions, but he admitted that the drafting could be improved.





The Chair asked the Representative about their position on validity.





The Representative of the European Community (Commission) stated that validity should clearly be outside the scope of the Convention, but if it arose as an incidental question, it would be covered.





An expert from the United Kingdom found that the Representative of the European Community had explained the issues very clearly. He stated that almost all the experts agreed, and that their differences were only verbal. No foreign country should be allowed to strike down the validity of an intellectual property right. It was not likely that a choice of court agreement would exist in cases on validity or infringement (in the sense of sheer piracy) of intellectual property rights. Intellectual property should be covered, particularly licensing and joint ventures.





He was worried about a comment made by an expert from Australia: if a licensor sued a licensee, and the licensee raised invalidity as a defence, one could not say that that was not an incidental question. One had to accept that validity could be raised as a defence. A ruling on validity would not as such be recognised.





He repeated that he thought that most of the experts were in agreement and that it was a question of drafting.





The Chair did not agree that the differences between the experts were merely of a drafting nature. 





Un expert de la Suisse indique ne pas être un spécialiste du droit de la propriété intellectuelle bien qu’il ait assisté à de nombreuses discussions en la matière depuis longtemps. Relativement à la question de la liste ouverte ou fermée, il encourage l’utilisation d’une liste ouverte reposant sur le critère de l’enregistrement. Il observe en effet que, malgré les efforts du groupe informel de Washington pour constituer une liste, celle-ci change au fur et à mesure que de nouveaux droits de propriété intellectuelle sont créés. Il convient que l’utilisation de la seule expression « droit de propriété intellectuelle » n’est pas satisfaisante et qu’il faut citer l’essentiel tout en évitant d’y insérer le « folklore ».





En ce qui concerne l’action en contrefaçon, il ne partage pas les allégations de la délégation de l’Australie qu’il considère être un faux problème. Il estime en effet que, contrairement à l’argument fréquemment avancé, un juge étranger est capable d’examiner la validité d’un brevet créé en vertu d’un autre droit que celui du tribunal saisi. En cas de difficulté, le juge peut toujours décider de suspendre l’action pour permettre aux parties de se pourvoir dans l’autre Etat. Cette situation est d’ailleurs visée dans l’article 7 bis(3) proposé par la Communauté européenne (Doc. trav. No 59). Il remarque que, comme l’a dit l’Expert de la France, tant dans le cas d’une action en contrefaçon que d’un contrat de licence, la validité du brevet peut être soulevée à titre incident. Cela dit, dans le contexte envisagé, il remarque que ces cas seront rares.





Il souligne que les termes utilisés dans la proposition de la Communauté européenne (Doc. trav. No 59) « à l’exception des litiges relatifs à l’exécution des termes » peuvent aussi soulever des questions de validité. En outre, il ne comprend pas pourquoi l’on mettrait tellement en évidence le contrat de licence. Il estime que toute la question tourne bien autour de la problématique de la question incidente. Il rejoint ainsi les propos de l’Expert du Royaume-Uni.





Concernant le chapeau de l’article 1(3), il rappelle le Document de travail No 53 qui a été renvoyé au Comité de rédaction. Il souligne en effet que ce chapeau a pour effet d’imposer l’examen du droit du tribunal élu pour déterminer la validité de l’élection de for, en matière de faillite par exemple. Il attire l’attention sur les effets secondaires dommageables quant aux matières qui peuvent apparaître lorsque des questions de validité sont soulevées dans le cadre de la clause d’élection de for. Il indique enfin qu’il n’abordera pas l’article 7 bis(3).





An expert from the United States of America thanked all the experts for the stimulating and interesting conversation. She stated that new intellectual property rights were not being created every day. She observed that not all agreed on the definition and that there was a problem regarding certainty. She reminded the experts of the two policy questions, namely whether there should be an open or closed list and whether or not infringement should be included.





She then referred to the two goals that had been mentioned the previous day: the value for businesses and the number of ratifications. In this matter the two goals were not at odds, but in line. There were a large number of intellectual property contracts. To exclude too much would be to reduce the ratifications and the use of the Convention. She stated that there was a special State interest regarding certain industrial property rights. The experts should reach agreement on a list. In Working Document No 63 the delegation of the United States of America had tried to be as broad as possible in reaction to the notion of the declaration. She noted that the delegations of China and the United States of America were in substantial agreement and thanked the delegation of China. There were, however, three rights in the proposal by the delegation of China that they would prefer to have excluded. Folklore was regularly brought under copyright and related rights. Traditional knowledge did not have an internationally accepted definition. While it was true that this topic was under discussion in fora such as the World Trade Organisation (WTO) and WIPO, as well as bodies in the United States of America, the outcome should not be pre-empted. Even countries within one region could not agree on a definition. Undisclosed information and trade secret could obviously not be registered – that would be ironic. This matter was also under discussion in TRIPS.





On the matter of excluding infringement, she stated that in every license agreement, there were a bundle of rights. The licensee would be prohibited from a certain number of things. A claim could subsequently be brought for infringement or for breach of contract. A claim for infringement would have certain advantages, such as proof, presumptions and damages. These advantages existed in all legal systems. The hands of litigators should not be tied in such a way that these advantages were taken away from them. She added that the distinction between breach and infringement was artificial.





The Expert thought that taking infringement out would hamper the Convention. 





The Chair suggested to stop the discussion at that point and send the matter to a seminar which had to come back with conclusions. He asked the Expert from the United Kingdom, Mr Trevor Hartley, whether he was willing to chair the seminar, since he had chaired the Informal Meeting in Washington, and he indicated that he was. 





The Chair then stated that the Informal Working Group on Disconnection, under the Chairmanship of Mr David Goddard, would meet fifteen minutes after the session of the afternoon terminated. The Drafting Committee would meet one and a half hours after the morning session of the following day. Both these meetings would take place at the Permanent Bureau of the Hague Conference.





La séance est close à 13h.
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Les experts désirant apporter une modification à ce procès-verbal sont priés de transmettre au Bureau Permanent le texte amendé par écrit, de préférence par courrier électronique.


Experts who wish to amend any of their remarks are asked to submit an amended text to the Permanent Bureau, preferably by e-mail.
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