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May 17, 2005
Mr. Jeffrey D. Kovar

Assistant Legal Adviser for 

   Private International Law







U.S. Department of State

2201 C Street, N.W.

Washington, D.C.   20520

Re:
Proposed Hague Convention
Dear Jeff:


AIPLA appreciates the opportunity to be heard during the meeting you conducted at the USPTO on Monday, May 9, 2005.  This letter is intended to memorialize the points AIPLA made at that time, and to reinforce AIPLA’s views on certain issues of continuing concern.

Article 2.2(kbis)

AIPLA offered, as a situation that would be excluded from the proposed Article 2.2(kbis) language, the example of an international B2B patent license agreement containing negative covenants expressly stating that certain patents are not licensed thereby, and expressly providing that any alleged infringement (by the licensee) of such expressly non-licensed patents shall be decided by the court designated in the agreement.  This example seemed to be understood by all, and there was discussion of revising the language of proposed Article 2.2(kbis) so that it would not exclude that exemplary situation.


While AIPLA indicated that such revised language might improve proposed Article 2.2(kbis), the hypothetical that we offered is only one example demonstrating the problems with this clause, and revising the language to capture this one example ignores the broader problems.  As this example illustrates, the convention should not seek narrowly to define the scope of exclusion from the point of view of the license given, since an infringement claim can arise in a variety of ways outside of the scope of the affirmative license.  This is a fundamental flaw in the 2.2(kbis) provision.  
We wish to make clear that AIPLA still believes that the correct course of action is to strike proposed Article 2.2(kbis) entirely. The scope of the proposed convention for B2B choice of forum agreements is sufficient and more appropriate without Article 2.2(kbis). The language “could have been brought pursuant to a contract for the transfer or use of such rights” is too narrow and might inappropriately exclude other terms agreed upon by the parties to such an agreement.  The parties to an international B2B agreement should be able to agree to a choice of forum for “all disputes relating to the subject of this agreement.”  

Thus, AIPLA still advocates deleting proposed Article 2.2(kbis) in its entirety.
Article 10.1

For the reasons previously advanced, AIPLA still advocates insertion of the word “separately” before the word “recognized” in Article 10.1.  

AIPLA still believes that the language of Article 10.1 is quite susceptible of a reasonable construction that would inappropriately exclude resolution of issues that the parties to an international B2B agreement had intended be decided by the designated court. There was general consensus that the understanding and intent of Article 10.1 is that which AIPLA seeks to clarify by addition of the word “separately,” yet some object to clarifying the language in this manner. In the absence of more appropriate language for clearly expressing the consensus understanding, AIPLA continues to advocate insertion of “separately.”
Article 23

Finally, AIPLA continues to believe and advocate that if the United States is to become a signatory to the proposed convention, the ratified convention should be the controlling agreement regarding choice of courts in international B2B agreements, regardless of contrary provisions of prior treaties or other national law in any signatory country.

Once again, thank you for giving AIPLA the opportunity to express its views on the proposed Hague Convention. We hope our comments have been helpful and we wish you well in your efforts at the Diplomatic Conference.  We look forward to a report when you return. 









Sincerely,
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Michael K. Kirk










Executive Director
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